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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM 
THE MAILING DATE OF THIS COMMUNICATION ( ' 

-frS)^ .nnoeven», h oweve r , mayare p, yb e»i me , filed 

Status 

1)G3 Responsive to communications) filed on 13 June 2002 . 
2a)E This action is FINAL. 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 C D 1 453 O G 213 

Disposition of Claims ' 

4) S Claim(s) 7-25 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) 13 Claim(s) 1^25 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

1 0) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a) 

1 1) D The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0. 
a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. 

3. Q Copies of the certified copies of the priority documents have been received in this National Staqe 
application from the International Bureau (PCT Rule 1 7 2(a)) 

* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 

Attachment(s) 

r! iCe °:nT nCeSCited(PTO " 892) 4 >° 'nterviewSu m mary(PTO-413)PaperNo(s) 

2 □ Not,ce of Draftsperson's Patent Drawing Review (PTO-948) 5 ) □ Notice of Informal Patent Appl cation (PTO IslT ' 

3) U Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6 ) □ other: 11 
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DETAILED ACTION 



Specification 



Applicants have failed to respond to the objection to the specification in the prior action. 
However, in order to advance prosecution of the case the objection is repeated in this action. 
Proper consideration/correction is required in reply to this objection. 

The specification is objected . This objection is set forth in the prior Office action paper 
number 3. 



1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a persor 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1-25 are rejected under 35 USC §103(a). This rejection is set forth in the prior 
Office action paper number . 



Claim Rejections - 35 U.S.C. § 103 



Claims 1-3 and 7-8 are rejected under 35 U.S.C. 101. 
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Response to Arguments 



3. Applicant's arguments filed on June 13, 2002 have been fully considered but they are not 
persuasive. . 

Applicants argue that the claimed reference, Smith, does not teach the range of aldehyde 
content as claimed and that the process of oxidation to obtain the aldehyde in the molecule is 
totally different than that used in the present invention. 

This is not convincing, because the examiner contention is that the aldehyde 
content of the fibers is an optimization variable and therefore obvious to one of ordinary 
skill in the art. Smith teaches that the aldehyde groups increase the strength of the fibers 
and that the presence of aldehyde groups is evidenced by an increase of wet strength in the 
paper formed from the modified fibers, column 7, lines 8-20. As to the method of making 
the fibers, this is irrelevant since it has not been claimed. Also it has been held that 
"[P]rocess limitations are significant only to the extent that they distinguish the claimed 
product over the prior art product." In re Luck, 177 U.S.P.Q. 523 (1973). 
Applicants also argue unexpected results i.e., increase in the wet strength of the paper 
produced with the fibers. 

This is also no convincing, because Smith explicitly teaches that the aldehyde 
content of the fibers increases the wet strength of the fibers, so one would expect an 
increase in the wet strength of the paper produced with the modified fibers. 




Application/Control Number: 09/638,319 



Page 4 



Art Unit: 1731 

Applicants also argue that the combination of references, Smith and Nooy, is improper 
because Nooy teaches the oxidation in an organic solvent and that one of ordinary skill in the art 
would not expect Applicants' oxidation, which does not requires the presence of an organic 
solvent, to produce aldehyde fibers. 

This is not convincing because there is nothing in the claims that limits the 
formation of aldehyde in fibers in water or non-organic solvent. The Examiner recognizes 
that references cannot be arbitrarily combined and that there must be some reason why 
one skilled in the art would be motivated to make the proposed combination of primary 
and secondary references. In re Nomiya, 184 USPQ 607 (CCPA 1975). However, there 
is no requirement that a motivation to make the modification be expressly articulated. The 
test for combining references is what the combination of disclosures taken as a whole 
would suggest to one of ordinary skill in the art. In re McLaughlin, 170 USPQ 209 
(CCPA 1971). References are evaluated by what they suggest to one versed in the 
art, rather than by their specific disclosures. In re Bozek, 163 USPQ 545 
(CCPA) 1969. 



4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 



Conclusion 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

5. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Jose Fortuna, whose telephone number is (703)305-7498. The examiner can 
normally be reached on Monday-Friday from 9:30 A.M. to 5:30 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Steven P. Griffin, can be reached on (703)308-1 164. The fax number for this group is (703)305- 
7115. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703)308-0661 . 

When filing a FAX in group 1730, please indicate in the Header (upper right) "Official" 
for papers that are to be entered into the file, and "Unofficial" for draft documents and other 
communication with the PTO that are not for entry into the file of the application. This will 
expedite processing of your papers. 



Jose A. Fortuna 
August 23, 2002 
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